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RESPONSE TO OFFICE ACTION 



Commissioner for Patents 
Washington, DC 20231 



This is in response to the Office Action mailed February 24, 2003. This response is being 
filed on or before the deadline of March 24, 2003. Applicant believes no fees are due. However, the 
Commissioner is authorized to charge additional fees which may be required, including extension 
fees, or credit any overpayment, to Deposit Account No. 50-23 19 (Our Order No. 455675-83). 

Response to the Restriction Requirement 

In response to the Restriction Requirement, Applicant elects for further prosecution Group I, 
namely claims 1-11, drawn to a transgenic non-human mammal comprising two human 
immunoglobulin loci. Applicant further elects species 1, drawn to a transgenic non-human mammal 
comprising two human immunoglobulin loci, wherein the heavy chain locus is of a 
transchromosome and the light chain locus is associated with an endogenous chromosome. 

Applicant traverses the restriction requirement with respect to the restriction between Group I 
and Group II. There are two criteria for a proper requirement for restriction between patentably 
distinct inventions: (A) The inventions must be independent (see MPEP § 802.01 , § 806.04, 
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§ 808.01) or distinct as claimed (see MPEP § 806.05 - § 806.05(i)); and (B) There must be a serious 
burden on the examiner if restriction is required (see MPEP § 803.02, § 806.04(a) - § 806.04(i), § 
808.01(a), and §808.02). MPEP 803. 

Applicant respectfully asserts that there would be no serious burden on the Examiner to 
examine the claims of Group I and Group II together. The claims of Group II overlap almost entirely 
with the claims of Group I and as such would require similar search parameters. Specifically, Group 
II claims the transgenic mammal of Group I with the additional element of a specific mutation in the 
genome of the transgenic mammal. The additional element is presented in dependent form, 
depending from Group I claims.- 

Furthermore, both Groups are classified in Class 800, subclass 23. Applicant contends the 
burden on the Examiner to search the claims of both Group I and Group II would be minimal 
compared to the burden placed on the Applicant if the Applicant must pursue these claims in 
separate applications. 



Please direct any calls in connection with this application to the undersigned at (415) 781- 



1989. 



Respectfully submitted, 



DORSEY & WHITNEY LLP 



Date March 24. 2003 




Four Embarcadero Center, Suite 3400 
San Francisco, California 941 1 1-4187 
Telephone: (415)781-1989 
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